Intellectual Property:  PATENTS -- Fall 2000

Professor Reese

I. Introduction

A. Constitution – Article I, Section 8, Clause 8

1. Power to “promote the progress of science and useful arts, by securing for limited times to . . . inventors the exclusive right to their . . . discoveries.”

2. This grant of power to Congress has limits.

a) “Useful arts” – limits to those things that are useful, Congress must keep in mind the innovation and social utility of the invention to be protected.

b) Congress may not remove existent knowledge from the public domain.

B. Policy

1. Incentive to invent – Reward to inventor of exclusive right (See infra)

2. Stimulates investment for marketing and research

3. Public disclosure of information that would have been secret – value in releasing the information (create incentive not to use Trade Secret protection)

II. Subject Matter

A. Statutory Requirements – § 101

1. Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or any new and useful improvement thereof, may obtain a patent therefore, subject to the conditions and requirements of this title.

2. Note the VERY broad scope of this definition – “Anything under the sun that can be made by man.”

B. Patentable Inventions

1. Process

a) The process by which something is made is what is patented

b) Maybe product is known or not otherwise patentable, but process is new.

c) No control over product, only over the process used.

2. Machine

3. Manufacture (catch all)

4. Composition of matter

a) Not naturally occurring stuff

b) Anything man made or a combination of matter for a new use.

5. Improvement thereof

C. CANNOT Patent:

1. Laws of nature

a) Would place undue roadblock to invention

b) They pre-date us

c) Patent law not designed to protect pure science.

2. Products of nature

a) They already exist.

b) Diamond v. Chakarbarty (1980)

(1) Bacteria that can decompose oil in a spill.  Claim for process of making them, inoculum, and the bacteria themselves.  Examiner rejected the last.

(2) Supreme Court finds that living organisms are within the scope of section 101.  Can patent non-human, non-naturally occurring multi-cellular organisms.  

(3) Notes:

(a) No distinction between living and non-living, but instead between man made and naturally occurring.

(b) Anything that is the product of human ingenuity

(c) As a result, can patent DNA sequences, plants and animals (non-human) that are product of man.

3. Abstract Ideas

4. Physical phenomena

5. Printed matter

D. Business Methods

1. Old rule was that business methods are not patentable, and usually protected by copyright.

2. State Street v. Signature Financial Group (1998)

a) Computer program uses mathematical algorithm to produce a useful, concrete and tangible result.

b) Business methods are patentable subject matter under processes.

3. Large public interest in not allowing process patent for surgical processes.

III. Standards:  High barrier to gain protection (Compare to Trade Secret/Copyright)

A. Utility

1. “New and useful process, machine, manufacture, or composition of matter…” – § 101 (emphasis added)

2. A really low hurdle.

3. Utility must be disclosed in the patent application.

4. Must have current, significant, beneficial use.  No need that it be better than other available methods.

5. Rationale:

a) No patent for a useless thing.

b) Want to give patent to the person that figures out a use for something.

6. Brenner v. Manson (1966)

a) Chemical compound with no use, but which might be beneficial to future research.

b) Does NOT meet usefulness requirement.  No present, significant, beneficial use.

c) Note:  Courts usually allow patent if potential is shown.

B. Section 102 – Application will be denied if any one the following are true (not actual text of statute):

1. Paragraph (a):  Before invention by applicant (NOVELTY)

a) Invention is known or used by others in this country; or

b) Described in printed publication or patented in this or another country.

2. Paragraph (b):  More that one year before the date of application (BOTH)

a) Patented or described in a printed publication in this or a foreign country; or (NOVELTY)

b) In public use or on sale in this country more than one year before the date of application. (STATUTORY BAR)

3. Paragraph (c):  abandoned the invention. (STATUTORY BAR)

4. Paragraph (d):  (STATUTORY BAR)

a) Patented by inventor

b) In a foreign country

c) Prior to date of application in US

d) Where foreign application was filed more that 12 months before US application.

5. Paragraph (e):  (NOVELTY)

a) Application filed in the US by another before invention by the applicant, and application ultimately granted. (Application claims not published until patent granted, thus they would be secret and not available as prior art until granted.)

b) Patent granted to another on an application before the invention by the applicant.

6. Paragraph (f):  Not invented by applicant

7. Paragraph (g):  (STATUTORY BAR)

a) During course of interference, found that invented by another before applicant who did not abandon such invention (during time after invention by applicant)

b) Invented in this country before such invention by applicant, and not abandoned.

C. Novelty – § 102 (a) (e) & (g)

1. Has someone else already invented it?

a) Cannot patent something that someone else has already invented

b) United States uses “First to Invent” system, v. rest of worlds “First to File” system.

2. The first hurdle.  You must pass this to get a patent.

3. Invention not novel if:

a) Anticipated by the prior art

b) Prior art must anticipate EVERY element of the claimed invention in a single source.

4. Reasons:

a) Ensure inventor was the first to invent

b) Don’t want things taken out of public domain

c) Ruins inventive to invent.

5. Three sub-hurdles of § 102 (a), (b), (e), (g) (See supra)

a) Not known or used in this country

b) Not patented in any country

c) Not described in printed publication in any country 

(1) Printed Publication Requirements

(a) Must be printed:  interpreted broadly to give effect to advances in technology.  Ask if tangible, permanent form that is discernable to the public.

(b) Publication:  could an interested American, using reasonable diligence, obtain the information.  (e.g. a properly indexed master’s thesis in a public library IS public.)

(c) Enough information in a single source that a PHOSITA could make the invention without undue experimentation.

6. Application of Borst (1965)

a) Invention related to controlling neutron output.  Anticipated by a secret government document relating to neutron control.  Document prefaced with statement that it was to record an idea and it has not been tested.  PTO says this is prior knowledge within meaning of § 102 (a).  

b) Knowledge formerly required reduction to practice, and not just conception only.  Now test is whether one skilled in arts could build invention.  Documents must be accessible to public, except here Atomic Energy Act changes that.

D. Loss of Right – Statutory Bar § 101 (b), (c), (d), (f)

1. Invention is new, but through actions of inventor of third party, a patent is not allowed.

2. Reason:  Want to encourage inventor to file for a patent as soon as possible.

3. On-Sale bar § 102 (b)

a) Cannot get a patent if the invention was on sale in the United States prior to one year before application date.

(1) Offered for sale counts as on-sale and will start clock.

(2) Does not matter if delivered.

(3) Does not require actual reduction to practice, must go beyond stage of mere concept.

b) WHY?

(1) Encourage public disclosure, yet allow market testing.

(2) Avoid commercial exploitation of system by extending patent term.

(3) Avoid losses by others who discover or invent and are not aware of patent. (unfair to sleep on patent)

(4) Don’t want to take things out of the public domain.

c) Pfaff v. Wells Electronics (1998)

(1) Applicant offered to sell and took orders before reduction to practice.  Applied for patent more than one year after offer and order.

(2) Barred by on-sale rule.  Must apply in a timely manner.

4. Public Use / Use by Others – § 102 (b)

a) Requires

(1) Reduced to actual practice

(2) Used in manner and context intended

(3) Accessible to public – private use by inventor not a bar.

(4) Not public use if the use is experimental:

(a) Primary purpose to experiment (i.e. benefit to inventor, not user)

(b) Reasonable length and scope of test.

(c) Control by inventor over experiment and third parties

(d) TP Labs v. Professional Positioners (1984)

(i) Dentist invents an orthodontic device in 1956.  Application filed in 1962.  The inventor used this invention on patients more than one year prior to application.

(ii) Commercial exploitation, even if secret, will constitute public use.  It takes very little publicity to make use public, and commercial exploitation will always do it.

(iii) Here the court finds that the use in patients was testing and did not constitute public use.  There were no secrecy agreements with patients, but not needed, since they did not know.  No sale to other doctors, and no other commercial exploitation.

b) Egbert v. Lipman

(1) Man develops improvement for women’s underwear, and lets girlfriend use.

(2) Court finds public use even though public cannot see.  Used as it is intended, in public.

(3) No difference between public use and use by inventor.  Note that use by inventor must be a public and not a private use to trigger bar.

5. Priority among inventors / Diligence § 102 (g)

a) Right to patent:

(1) First to Reduce To Practice.

(a) First to file gets presumption of being first

(b) Called Senior Inventor.

(c) Junior inventor may rebut using exception.

(2) Exception:  First to conceive was not first to reduce to practice, but was diligent in reducing to practice.

b) Reduction to Practice (RTP):

(1) Actually build the device; or

(2) Constructive RTP:  file a patent application where specification allows a PHOSITA to build without undue experimentation.

(3) If no evidence of date of conception or RTP, then filing date becomes both.

c) In example below, A will get patent, because he was the first to invent (conceive), if he was diligent in reducing the invention to practice from sometime before B conceived the invention, until A reduced it to practice.

A   Conceives                                                                                       RTP

              x----------------------------------------------------------------------------------x

B                         Conceives                                  RTP

                                   x---------------------------------------x

E. Non-Obviousness – § 103

1. Second Hurdle that you must also clear

2. Requires that an invention not be obvious at the time invention was made (not necessarily when the application was filed)

a) § 103 (a):  A patent may not be obtained if the differences between the disclosed invention and the prior art would have, at the time of the invention, been obvious to a person having ordinary skill in the art (PHOSITA) (not actual text of statute)

(1) Novelty must be disclosed in only one source.

(2) Non-obviousness can be demonstrated by combining two or more prior art references in the field.

(3) No more than a trivial change to something already known.  Requires inventive leap.

b) Policy:

(1) If obvious, no inventive activity

(2) Would inhibit competition

(3) Easier to administer

c) Graham v. John Deere (1966) – TEST

(1) Scope of prior art (what is known at time of invention)

(2) Differences between prior art and invention

(3) What is ordinary skill in the art at time of invention

(4) Secondary considerations

(a) Commercial Success – Shows important invention that was not obvious, or people would have done it.

(b) Long-felt need:  Chances are that invention is not obvious, or it would have been done.

(c) Commercial acquiescence:  Shows that competitors think patent is valid (e.g. pay for a license.)

(d) Experts’ disbelief at invention

(e) Contribution to industry

(f) Simultaneous invention:  if others invented at same time, probably obvious.

3. Pertinent Prior Art:  As defined in § 102, but in the same field.

a) Patents

b) Printed publications

c) Known or used in the United States

d) Pending applications (§ 102 (e))

e) Time:

(1) Judged from time of invention

(2) Application of Foster (1965)

(a) One year Statute of limitation to file your patent application from time that it becomes obvious, similar to § 102 (b).   Once new material is available to the public that makes invention obvious.

(b) We want inventors to file and disclose inventions.

4. Level of Skill – Ordinary skill in the pertinent art

a) Education of inventor

b) Education of active workers in field

c) Types of problems encountered in art

d) Prior solutions

e) Sophistication of technology

f) Rapidity of inventions

5. Multiple sources:

a) Where novelty requires every element in a single source, non-obviousness can be from multiple sources.

b) Requires motivation for a PHOSITA to combine sources.

F. Novelty v. Non-Obviousness

1. Novelty – Things that have happened; Non-obviousness – hypothetical

2. Novelty – Any prior art; Non-obviousness – art must be in field, as a PHOSITA would not look outside that art related to the field.

3. Novelty – Single source; Non-obviousness – multiple sources, where obvious to combine.

4. Novelty – Requires identity of invention; Non-obviousness – What the prior art teaches, with knowledge in the art.

IV. Formalities

A. Application

1. Pre-application events

a) Search for prior art:

(1) Not required by applicant

(2) Incentive to do some search to ensure that application fee is not wasted on unpatentable invention.

b) Look for independent and dependent claims

2. Examination – Administrative Procedures

a) Examiner searches prior art

b) Review of application

(1) Ex-Parte process

(a) Done between PTO and applicant

(b) Anyone may submit prior art for re-examination, but process will still be ex-parte.

(c) Duty of Candor

(d) Re-examination

(i) New Kind:  Ex-parte (§§ 301-307) – anyone can request procedure and submit prior art in form of patent or printed publication.

(ii) Inter-partes:  (§§ 311-318) 

(e) Problems:

(i) Third parties may have significant interest in proceeding, but no role in decision making.

(ii) PTO does not have same incentive/interest in patent examination as interested third parties.  

(2) Comply with § 112 (see infra)

(3) Does it claim an invention that is patentable (non-obvious, novel, and useful)

c) Appeals

(1) First to Board of Patent Appeals

(2) Then

(a) U.S. District Court, to

(b) Federal Circuit

(c) Supreme Court

(3) May skip District court and take appeal from Board to the Federal Circuit.

d) PTO not final word

(1) Third parties may bring suit to challenge patent validity

(2) May raise patent invalidity as a defense to a patent infringement suit

(3) Presumption of validity of a granted US patent may be overcome by clear and convincing evidence.

e) THINK:  about advantages and disadvantages of patent examination process.  Why not get rid of the system and let’em duke it out in court.  (Gem:  be able to talk about this)

B. Specification must include (§ 112):

1. Written description of the invention

a) A.k.a. disclosure

b) The price that you pay for a patent monopoly

2. Enablement

a) Must allow a PHOSITA to make and use invention without undue experimentation.

b) Made is specification, not claims.

3. Best mode (not discussed in class)

a) Description must contain what the inventor believes to be the best mode of the invention, at time application is filed. (can’t hold back the good stuff)

b) Not required to point out which mode is the best, only required to disclose the best mode.

4. Particularly point out and distinctly claim the invention

5. Policy:

a) Can’t claim something you haven’t invented

b) Give others ability to learn and develop what you have invented.

c) Prevents patent protection outside scope of what you invented.

V. Rights

A. A patent holder has monopoly rights, each separate and independent, during the term of the patent, to exclude others from: (§ 271)

1. Make the invention

a) Repair is OK, but reconstruction is making. (line fuzzy, at best)

b) Paper Converting Machine Co. v. Magna-Graphics Corp. (1984)

(1) Defendant entered in contract to sell patented invention.  (toilet paper rewinder)  Defendant sold sub-assembled components, that were tested, and delivered the sub-assembled components to the customer with instructions not to assemble until after patent term expires.

(2) This is a constructive making.  When significant parts are tested to enable seller to deliver the patented invention, it is making.

(3) Note:  Right against offer to sell not in code until 1996, otherwise this would have been a clear infringement.

2. Use the invention

a) Infringement by using the patented article or process in the United States.

b) Experimental use is OK.

3. Sell the invention

a) Infringement by selling the patented article or process in the United States

b) Includes offer to sell, where sale would be before expiration of patent term – § 271(i)

c) Deep South Packing Co. v. Laitram Corp. (1972)

(1) Defendant sent the disassembled parts of a shrimp devainer out of the country.  The patent was a “combination patent,” covering the assembled machine.

(2) Patent not infringed, because a combination patent is not infringed until the machine is assembled in working condition.  (“operable assembly”).  Making occurred outside the United States.  Distinguished Magna Graphics (supra), as the components were ready to assemble in that case.

(3) Intended to be narrowly construed to the issue of extraterritorial effect of American patent law.  

(4) CHANGED by § 271 (f):  infringement if you make or sell a majority of the components in the U.S. and then ship abroad.

d) § 271 (c):  Cannot sell component of a patented article that is not a staple item of commerce and not capable of a substantial non-infringing use.

e) § 271 (d):  Secondary liability – engaging in active inducement of infringement.

f) Cannot import a product made abroad by a patented process.

B. Rights are to exclude others, no right to do it yourself.

C. Strict liability

1. State of mind not relevant

2. Rights extend against independent inventors

D. Literal Infringement

1. Basic question: has the defendant made, used, or sold the patented invention.

a) Must infringe every element in patent claims.

b) If infringor has additional elements, cannot escape liability.

2. What is exactly is the patented invention? – Claim construction is a question for the court, while infringement is jury question.

3. Inducement to infringe:

a) Defendant actively or knowingly solicited or assisted a third party to infringe a patent.

b) Defendant must know of:

(1) The patent; and 

(2) Third party’s use is likely to infringe.

4. Contributory Infringement:

a) Helping others to infringe

b) Combining two non-infringing things to produce something that infringes.

c) Requires:

(1) Knowing your product enables infringement

(2) Your product does not have a substantial non-infringing use.

E. Doctrine of Equivalents

1. Infringement is not only where the defendant’s product or process falls fully within the scope of the patent, but also where defendant has made a small change.  This is a judicially created doctrine.

2. Must have an element that is identical or the equivalent to every element in the claim. 

a) The doctrine must be applied, not to the invention as a whole, but to each individual element (Warner-Jenkins v. Hilton Davis Chemical Co.)

b) Analysis done from prospective of a PHOSITA at time of infringement.

(1) Would he/she know the interchangeability of the different elements.

(2) Tested at time of infringement.

c) Whether the defendant’s element (Graver Tank Test)

(1) Performs the substantially the same function in substantially the same way; and

(2) The differences are “insubstantial.”

3. Objections to Doctrine of Equivalents

a) Makes patent coverage uncertain

b) Chilling effect on competition

4. Prosecution History Estoppel (a.k.a. “File Wrapper Estoppel”) (Werner-Jenkins)

a) The record of prosecution between the applicant and the USPTO.

b) You cannot use the Doctrine of Equivalents to recapture claims that were amended out during prosecution.

c) Applicant cannot take a position inconsistent with a position taken during prosecution.

d) Litton v. Honeywell:  If application changed for a reason other than to avoid prior art, doctrine will still apply.

F. Defenses to Infringement – § 282:  Must be pleaded

1. Non-infringement

2. Patent invalidity:

a) A patent is presumed valid

b) A defendant may overcome this by showing, by clear and convincing evidence, that the patent does not meet one or more of the requirements.  (novelty, utility, non-obviousness)

c) Doesn’t meet Part II (§§ 101-105), or §§ 112 and 251.

3. Experimental Use

a) Use OK if for experimental purpose

(1) Idle curiosity

(2) Scientific inquiry

b) No commercial motivation allowed.

4. Reverse Doctrine of Equivalents (Defense to infringement)

a) When invention falls literally within the scope of a patent, but is so far changed in principle from the patented article.

b) Can be used by defendant to escape liability.

c) Must be radical improvement

d) Question of Fact

5. Patent Misuse:

a) If patentee extends market power beyond what Congress intended.

b) Denied enforcement of patent until misuse stops and patentee no longer enjoys any benefits of misuse.

c) Example:  conditioning a license to make, use, or sell on buying another of the patentee’s products.

6. Inequitable Conduct

a) Misleads PTO in thinking there is no relevant prior art.

b) PTO relies on disclosure.

c) Requires:

(1) Misstatement or omission

(2) Material fact

(3) Intent to deceive

d) Remedy:  no enforcement of patent

G. Patent Term

1. Current:  Patent valid from issue date until 20 years after effective filing date.

2. Old:  17 years from issue.  Changed to stop unnecessary and intentional delays in examination procedure by applicants to extend patent term.

VI. Damages 

A. Section 284

1. Once you show literal infringement or equivalent infringement

2. Adequate for infringement to make patent owner whole, but not less than reasonable royalty.

B. Lost profits

1. Patent holder must show that but for defendant’s infringement, he/she would have made sales that defendant made:

a) Sufficient demand

b) Absence of substitutes

c) Capacity to fill order

d) Amount of profit lost

2. Lost profits on unpatented articles (Rite-Hite Corp. v. Kelley Co., Inc.)

a) If plaintiff can show that the defendant’s infringement of a patented article also caused lost profits on an unpatented article too, then the plaintiff can recover those damages. (but-for test)  Must show:

(1) Would have sold unpatented device but for defendant’s infringement

(2) Lost sales were reasonably foreseeable

(3) Unpatented device directly competes with the defendant’s infringing product.

b) Defendant MUST have infringed a patent of the plaintiff.

c) Defendant argues that this extends the monopoly of the patent, but court says that this is a remedial issue that doesn’t expend the monopoly.

3. Note difference:

a) Trademark:  you can get infringer’s profits.(see TM case Maltina)

b) Patent:  Not so.

C. Reasonable royalty

1. Damage floor that the statute sets

2. Determined by hypothetical negotiated rate

3. This is necessarily imperfect

D. Notice requirement:  product must be properly marked before you can recover anything.

E. § 284 Authorizes

1. Up to treble damages in cases of willful infringement.

2. Attorney’s fees in extreme cases

3. Equitable remedies – Temporary and permanent injunctive relief

VII. Preemption of Patent Law

A. State law may not interfere with the operation or objectives of Federal Patent Law

B. Sears v. Stiffel AND Compco v. Day-Bright Lighting (1964)

1. Defendant sold and manufactured a product that was found confusingly similar to plaintiff’s product, which had been awarded a design patent that was found invalid.  Lower court’s applied State Unfair Competition Law.

a) Sears:  pole lamp

b) Compco:  Fluorescent lighting fixture

2. Court reasoned that Congress had attempted to balance competing public interests:  encouraging invention by giving inventors exclusive property rights in their invention.  The compromise provided a  monopoly for a limited duration for those inventions that were novel and non-obvious.  All else is left in the public domain.

3. Any State law that permits an inventor to prevent copying of material left in the public domain would frustrate the intent of Congress.  It is preempted.

C. Kewanee Oil v. Bicron Corp. (1974)

1. Process for growing large crystals.  Inventor had used commercially for more than one year and thus was statutorily barred from a patent.  Petitioner argues that Congress intended this remain in the public domain.

2. Court finds, as in Goldstein, that Congress has left the area unattended.  Court sets forth a purpose test in place of the balancing and line drawing of Sears and Compco
3. Must analyze the purposes of Congress:

a) Incentive to invent

b) Promote public disclosure

c) Ensure that information in public domain stays there.

4. Court found no interference with the first and third.  Found that availability of another form of protection might prevent disclosure, but noted that few inventors would opt for the weaker trade secret law if patent protection was available.

D. Aronson v. Quick Point Pencil Co. (1979)

1. USPTO found key chain invention was unpatentable.  A contract required challenger to pay inventor one commission if patent issued, and another if no patent by a certain date.  Challenger asserts that enforcing this contract violates the intent of Congress.  

2. Court found that this contract, as applied to the challenger, does not take anything out of public domain, nor does it stop others from copying.  Upheld.

E. Bonito Boats, Inc. v. Thunder Craft Boats, Inc. (1989)

1. Florida statute prohibits the use of direct “plug molding” process to duplicate boat hulls, and selling of hulls made by this process, including unpatented boat hulls.  Challenged that this interfered with Patent Law

2. Court found that the Patent Act balances conflicting interests, allowing freedom to copy anything not protected by federal copyright and patent law.

3. Purposes of Congress

a) Encourage invention

b) Promote public discourse of inventions

c) Keep things in public domain that are there.

4. Court concluded that a State may not offer patent-like protection to intellectual creations that are otherwise unprotected by Federal Law.

